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DETAILED ACTION 

1 . This Office action is responsive to Applicant's reply filed on June 5, 2007. Claims 1-5 
are pending. 

Response to Arguments 

2. Applicant's arguments have been fully considered but they are not persuasive. 

Applicant contends that Tognazzini does not disclose, teach, or suggest "a program stored 
on the optical recording medium for causing updated software to be stored in a memory device 
of a computer and in the optical recording medium" (remarks, page 2). 

However, the test for obviousness is not that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined teachings of 
the references would have suggested to those of ordinary skill in the art. See In re Keller, 642 
F.2d 413, 208 USPQ 871 (CCPA 1981). 

As set forth in the Office action, Mochizuki teaches an optical recording medium (see, for 
example, column 5, lines 15-21). Narin teaches a program for causing updated software to be 
downloaded and stored in a memory device of a computer (see, for example, column 3, lines 34- 
37). Tognazzini teaches a program for causing updated software to be downloaded and stored in 
an optical recording medium (see, for example, column 5, lines 11-18). A person of ordinary 
skill in the art could, with predictable results, implement the optical recording medium of 
Mochizuki such that it stores a program such as described in Narin and Tognazzini. Thus, 
combined teachings of the references would have suggested "a program stored on the optical 
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recording medium for causing updated software to be stored in a memory device of a computer 
and in the optical recording medium" to those of ordinary skill in the art. 

As Applicant emphasizes (remarks, page 2), Tognazzini implies that the "programming" 
for causing updated software to be downloaded and stored in the optical recording medium is 
itself "stored in ROM or RAM." Nonetheless, a person having ordinary skill in the art could, 
with predictable results, store such programming in the optical recording medium of Mochizuki. 
Indeed, Mochizuki describes that the optical recording medium stores software (see, for 
example, column 5, lines 29-35). 

Applicant contends that Narin "teaches away from the motivation" set forth in the Office 
action for combination with Miller (remarks, page 2). 

However, the examiner does not agree with Apphcant's conclusion. As set forth in the 
Office action, a reason supporting the combination of Miller with the other references is to 
provide for resuming an incomplete transmission and ensuring that all necessary files are 
downloaded before applying an update, such as Miller describes (see, for example, column 7, 
lines 52-61). Narin's description of the lightweight component 110 terminating itself after 
encountering an error (see Applicant's remarks, page 2) does not preclude an implementation 
that would later resume an incomplete download. Furthermore, Narin's description does not 
suggest that resuming an incomplete download is undesirable. 

Similarly, Applicant contends that the "asserted motivation to combine" Tognazzini with 
Narin is "not supported by the references" (remarks, page 3). 

Again, however, the examiner does not agree with Applicant's conclusion. As noted 
above, Narin teaches a program that causes updated software to be downloaded and stored in a 
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memory device of a computer (see, for example, column 3, lines 34-37). Narin describes an 
optical disk 3 1 , but does not describe storing the updated software in the optical disk 3 1 , as 
Applicant emphasizes (remarks, page 3). Accordingly, Tognazzini is relied upon for teaching a 
program that causes updated software to be downloaded and stored in an optical recording 
medium (see, for example, column 5, lines 11-18). Narin's silence does not "teach away" from 
Tognazzini's description of storing the updated software in the optical recording medium. The 
teachings of Narin and Tognazzini are not incompatible. 

In response to Applicant's additional comments (remarks, pages 3-4), the examiner 
points out that reliance on a large number of references in a rejection does not, without more, 
weigh against the obviousness of the claimed invention. See In re Gorman, 933 F.2d 982, 18 
USPQ2d 1885 (Fed. Cir. 1991). Moreover, a rigid application of the "teaching, suggestion, or 
motivation" test is not necessary to support a conclusion of obviousness. See KSR International 
Co. V. Teleflexlnc, 550 U.S. , 82 USPQ2d 1385 (2007). 

In response to Applicant's contention that Shaw does not disclose, teach, or suggest "a 
software updating program stored on the optical recording medium for causing updated software 
to be stored in a memory device of a computer and in the optical recording medium" (remarks, 
page 5), the examiner submits that the combined teachings of Mochizuki, Narin and Tognazzini 
would have suggested such a software updating program to those of ordinary skill in the art, such 
as reasoned above. 
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Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1 and 4 are rejected under 35 U.S. C. 103(a) as being unpatentable over U.S. 
Patent No. 6,097,814 to Mochizuki (already of record, "Mochizuki") in view of U.S. Patent No. 
6,718,549 to Narin et al. (already of record, "Narin") in view of U.S. Patent No. 6,094,723 to 
Tognazzini (already of record, "Tognazzini") and in view of U.S. Patent No. 6,535,91 1 to Miller 
et al. (already of record, "Miller"). 

With respect to claim 1 (previously presented), Mochizuki discloses an optical recording 
medium that is computer-readable and -writable (see, for example, column 5, lines 15-21, which 
shows a computer-readable optical recording medium, and column 9, line 56 to column 10, line 
8, which shows that the medium is writable), which medium stores: 

software to be distributed (see, for example, column 5, lines 29-35, which shows that the 
medium stores software to be distributed); 

non-rewritable inherent ID information (see, for example, column 5, lines 29-35, which 
shows that the medium stores inherent ID information, and column 5, lines 56-67, which shows 
that the ID is permanent or non-rewritable); 
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a transmission program for transmitting the inherent ID information to a software 
distributor via a communication device (see, for example, steps SI and S4 in FIG. 4, and column 
7, lines 3-10, which shows that the ID stored on the medium is transmitted to a software 
distributor). 

Mochizuki does not expressly disclose that the medium stores a version checking 
program for: 

causing a version information of updated software to be transmitted to a computer, and 

causing the computer to compare the version information of the updated software to the 
software to be distributed. 

However, like Mochizuki, Narin discloses software to be distributed (see, for example, 
column 3, lines 12-16). Narin further discloses a versioning engine that causes version 
information of updated software to be transmitted to a computer (see, for example, column 3, 
lines 16-27), and causes the computer to compare the version information of the updated 
software to the software to be distributed (see, for example, column 3, lines 28-29), so as to 
update out-of-date software to the current version (see, for example, column 3, lines 29-37). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the system of Mochizuki with a version checking program such as 
taught by Narin. It would have been obvious because one of ordinary skill in the art would have 
been motivated to update the software to be distributed to the current version. 

Therefore, Mochizuki in view of Narin teaches or suggests that the medium stores a 
version checking program for: 

causing a version information of updated software to be transmitted to a computer, and 
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causing the computer to compare the version information of the updated software to the 
software to be distributed. 

Likewise, Mochizuki in view of Narin further teaches or suggests that the medium stores 
a storing program for causing updated software to be stored in a memory device of the computer 
(see, for example, Narin, column 3, lines 34-37, which shows that the versioning engine causes 
the updated software to be downloaded to the computer). 

Mochizuki in view of Narin does not expressly disclose that the storing program is for 
causing updated software to be stored in the optical recording medium, wherein the updated 
software is stored in the memory device of the computer, and then the stored updated software is 
further stored in said optical recording medium. 

However, like Mochizuki, Tognazzini discloses an optical recording medium that is 
computer-readable and -writable (see, for example, column 2, lines 8-17). Tognazzini further 
discloses downloading and applying supplemental information or updates to the optical 
recording medium through a computer (see, for example, column 5, lines 11-18). Such 
information is stored in a memory device of the computer, and then stored in the optical 
recording medium (see, for example, column 6, lines 8-17). 

Similarly, Miller discloses updating the software recorded on an optical recording 
medium (see, for example, the abstract, and column 2, lines 4-5). Miller further discloses 
downloading the updated software and storing the updated software on a storage device of the 
computer, so as to resume any incomplete transmissions and ensure that all files are downloaded 
before applying the update (see, for example, column 5, lines 62-67, and column 7, lines 52-61). 
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It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the system of Mochizuki and Narin with a storing program for causing 
updated software to be stored in the optical recording medium, such as taught by Tognazzini. It 
would have been obvious because one of ordinary skill in the art would have been motivated to 
provide the ability to update a pre-recorded optical recording medium. 

Furthermore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to implement the system of Mochizuki, Narin and Tognazzini such that the 
updated software is stored in the memory device of said computer, and then the stored updated 
software is further stored in the optical recording medium, as suggested by Miller. It would have 
been obvious because one of ordinary skill in the art would have been motivated to provide the 
ability to resume any incomplete transmissions and ensure that all files are downloaded before 
storing the updated software in the optical recording medium. 

Therefore, Mochizuki in view of Narin, Tognazzini and Miller teaches or suggests that 
the medium stores: 

a storing program for causing updated software to be stored in a memory device of the 
computer and in the optical recording medium, 

wherein the updated software is stored in the memory device of the computer, then the 
stored updated software is further stored in the optical recording medium. 

With respect to claim 4 (previously presented), the rejection of claim 1 is incorporated, 
and Mochizuki further discloses further storing: 
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a computer information acquiring program for acquiring information of the computer 
(see, for example, column 6, lines 17-30, which shows obtaining a drive ID from the 
reproduction apparatus that is using the medium), 

wherein the transmission program transmits the information of the computer, as well as 
the inherent ID information, to the software distributor (see, for example, steps SI, S2 and S4 in 
FIG. 4, and column 7, lines 3-10, which shows transmitting the inherent ID of the medium and 
the drive ID or information of the computer to the software distributor). 

5. Claims 2, 3 and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mochizuki in view of Narin in view of U.S. Patent No. 6,381,741 to Shaw (already of record, 
"Shaw") in view of Tognazzini and in view of Miller. 

With respect to claim 2 (previously presented), Mochizuki discloses an optical recording 
medium that is computer-readable and -writable (see, for example, column 5, lines 15-21, which 
shows a computer-readable optical recording medium, and column 9, line 56 to column 10, line 
8, which shows that the medium is writable), which medium stores: 

software to be distributed (see, for example, column 5, lines 29-35, which shows that the 
medium stores software to be distributed); 

non-rewritable inherent ID information (see, for example, column 5, lines 29-35, which 
shows that the medium stores inherent ID information, and column 5, lines 56-67, which shows 
that the ID is permanent or non-rewritable). 

Mochizuki does not expressly disclose that the medium stores a software updating 
program for: 
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causing a version information of updated software to be transmitted to a computer, 

causing the computer to compare the version information of the updated software to the 
software to be distributed. 

However, like Mochizuki, Narin discloses software to be distributed (see, for example, 
column 3, lines 12-16). Narin further discloses a versioning engine that causes version 
information of updated software to be transmitted to a computer (see, for example, column 3, 
lines 16-27), and causes the computer to compare the version information of the updated 
software to the software to be distributed (see, for example, column 3, lines 28-29), so as to 
update out-of-date software to the current version (see, for example, column 3, lines 29-37). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the system of Mochizuki with a software updating program such as 
taught by Narin. It would have been obvious because one of ordinary skill in the art would have 
been motivated to update the software to be distributed to the current version. 

Therefore, Mochizuki in view of Narin teaches or suggests that the medium stores a 
software updating program for: 

causing a version information of updated software to be transmitted to a computer, 

causing the computer to compare the version information of the updated software to the 
software to be distributed. 

Mochizuki further discloses reproducing the software based on an authentication 
judgment result of the inherent ID information (see, for example, steps SI, S4, S8 and S9 in FIG. 
4), and Narin further discloses updating the software (see, for example, column 3, lines 34-37), 
but Mochizuki in view of Narin does not expressly disclose that the software updating program 
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is for rewriting and updating the software in accordance with update software transmitted from a 
software distributor via a communication device based on an authentication judgment result of 
the inherent ID information. 

However, Shaw discloses an updater (see, for example, column 4, lines 44-49) for 
rewriting and updating software with updated code transmitted from a distributor (see, for 
example, column 5, lines 3-13), based on an authentication judgment result (see, for example, 
column 4, lines 34-42, which shows comparing a digital signature before beginning the update), 
after first transmitting ID information (see, for example, column 4, lines 13-18). Shaw further 
discloses that the updater securely updates the data by performing integrity tests and confirming 
that the update is trustworthy (see, for example, column 1, line 66 to column 2, line 10). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the system of Mochizuki and Narin with a software updating program 
for rewriting and updating the software in accordance with update software transmitted from a 
software distributor via a communication device based on an authentication judgment result of 
the inherent ID information, such as taught by Shaw. It would have been obvious because one of 
ordinary skill in the art would have been motivated to provide the ability to securely update the 
software by performing integrity tests and confirming that the update is trustworthy. 

Therefore, Mochizuki in view of Narin and Shaw teaches or suggests that the medium 
stores a software updating program for: 

rewriting an updating the software in accordance with update software transmitted from a 
software distributor via a communication device based on an authentication judgment result of 
the inherent ID information. 
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Mochizuki in view of Narin and Shaw further teaches or suggests that the software 
updating program is for causing updated software to be stored in a memory device of the 
computer (see, for example, Narin, column 3, lines 34-37, which shows that the versioning 
engine causes the updated software to be downloaded to the computer). 

Mochizuki in view of Narin and Shaw does not expressly disclose that the software 
updating program is for causing updated software to be stored in the optical recording medium, 
wherein the updated software is stored in the memory device of the computer, and then the 
stored updated software is further stored in the optical recording medium. 

However, like Mochizuki, Tognazzini discloses an optical recording medium that is 
computer-readable and -writable (see, for example, column 2, lines 8-17). Tognazzini further 
discloses downloading and applying supplemental information or updates to the optical 
recording medium through a computer (see, for example, column 5, lines 11-18). Such 
information is stored in a memory device of the computer, and then stored in the optical 
recording medium (see, for example, column 6, lines 8-17). 

Similarly, Miller discloses updating the software recorded on an optical recording 
medium (see, for example, the abstract, and column 2, lines 4-5). Miller further discloses 
downloading the updated software and storing the updated software on a storage device of the 
computer, so as to resume any incomplete transmissions and ensure that all files are downloaded 
before applying the update (see, for example, column 5, lines 62-67, and column 7, lines 52-61). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to supplement the system of Mochizuki, Narin and Shaw with a software updating 
program for causing updated software to be stored in a memory device of the computer and in 
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the optical recording medium, such as taught by Tognazzini. It would have been obvious 
because one of ordinary skill in the art would have been motivated to provide the ability to 
update a pre-recorded optical recording medium. 

Furthermore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to implement the system of Mochizuki, Narin, Shaw and Tognazzini such 
that the updated software is stored in the memory device of the computer, and then the stored 
updated software is further stored in the optical recording medium, as suggested by Miller. It 
would have been obvious because one of ordinary skill in the art would have been motivated to 
provide the ability to resume any incomplete transmissions and ensure that all files are 
downloaded before storing the updated software in the optical recording medium. 

Therefore, Mochizuki in view of Narin, Shaw, Tognazzini and Miller teaches or suggests 
that the medium stores a software updating program for: 

causing updated software to be stored in a memory device of the computer and in the 
optical recording medium, 

wherein the updated software is stored in the memory device of the computer, then the 
stored updated software is further stored in the optical recording medium. 

With respect to claim 3 (previously presented), the elements recited in the claimed optical 
recording medium correspond to those recited in claims 1 and 2 (see the rejections of claims 1 
and 2 above). 

With respect to claim 5 (previously presented), the steps recited in the claimed method 
correspond to the elements recited in claims 1 and 2 (see the rejections of claims 1 and 2 above). 
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Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael J. Yigdall whose telephone number is 571-272-3707. 
The examiner can normally be reached on Monday to Friday from 8:00 AM to 4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on 571-272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 09/783,553 Page 15 

Art Unit: 2192 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, caU 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Michael J. YigdaU 

Examiner 

Art Unit 2 192 

/Michael J. YigdaU/ 
Examiner, Art Unit 2192 



